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DETAILED ACTION 

This action is in response to applicant's amendment received on 12/1 1/2008. 
The examiner acknowledges the amendments made to the claims. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,6, 8-9, 17, 23-27, 29-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Haber (U.S. Patent No. 5,385,552). 

Claims 1, 6, 8-9, 17, 23-27, 29-32 : Haber discloses a trocar 2 with a hollow cannula 
32 having a distal end and proximal end and a valve housing 58 attached to the 
proximal end of the cannula, wherein the proximal end has a wall attached thereto 
having an aperture therethrough, and an instrument seal assembly 122 disposed within 
said housing comprising a first substantially rigid ring 132, and a second substantially 
rigid ring 134 and a plurality of layered elastomeric members, or four separate 
semicircular seal segments 126, compressed therebetween, each having a 
circumference of 180 degrees, and arranged circumferentially about an aperture in an 
alternating over and under pattern in a non-planar shape (the elastomeric members also 
have a non-planar shape prior to being assembled together), and circumscribing an 
aperture in an interwoven pattern and cooperating to seal against objects positioned 
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within the aperture, and each seal segment has a starting edge facing in the same 
circumferential direction and an ending edge facing in the opposite circumferential 
direction wherein the starting edge of each seal segment overlaps and is positioned on 
top of the ending edge of the adjacent seal segment, and the seal segments cooperate 
to seal against objects or instruments positioned within the aperture (Figures 2 and 5A). 

Haber does not expressly disclose each seal segment 126 being gas-tight or 
sufficiently sealing against instruments positioned through the seal to maintain gas 
pressure in the abdominal cavity during endoscopic surgical procedures. However, it 
would have occurred to one of ordinary skill in the art to form a tighter seal that would 
prevent fluid from escaping out the top end of the cannula whether an instrument is 
present in the cannula or not. 

Haber discloses each seal segment having a circumference of 180 degrees but 
does not expressly disclose the segments having a circumference greater than 180 
degrees. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made for the seal segments to have a circumference greater than 180 
degrees, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. 
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3. Claims 2-3, 10-11, 19, 28, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Haber (U.S. Patent No. 5,385,552), as applied to Claims 1,9-10, 17 
and 25 above, and further in view of Honkanen (U.S. Patent No. 4,655,752). 
Claims 2 and 10 : Haber discloses the claimed device except for the plurality of 
layered elastomeric members forming a non-planar shape. 

Honkanen teaches a cannula with a non-planar-shaped seal 55 (Figure 4). 
Honkanen teaches that the non-planar or conical shape assists in the formation of a 
tight seal about an instrument being inserted into the cannula since fluid pressure will 
cause the non-planar seal member to collapse into the instrument and cause it to 
adhere more securely thereto (col. 4, lines 53-58). It would have been obvious to one of 
ordinary skill in the art at the time of invention to provide non-planar-shaped elastomeric 
members, as taught by Honkanen, to Haber in order to facilitate a secure adhesion to 
the inserted instrument. 

Claims 3, 1 1 , and 19 : Haber discloses the claimed device except for the elastomeric 
members comprising a proximal flange portion and an inwardly extending portion 
extending distally therefrom, wherein said proximal flange portions are disposed 
between and are abutting against said rings. 

Honkanen teaches a proximal flange portion 56 and an inwardly extending 
portion 58, wherein said proximal flange portions which would be disposed between and 
are abutting against the rings in the device of Haber (Figure 2). It would have been 
obvious to one of ordinary skill in the art at the time of invention to provide a proximal 
flange portion and an inwardly extending portion, as taught by Honkanen, to Haber 
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since it was known in the art that seals with such portions are more securely mounted to 
the valve housing and more efficiently seal instruments that move through the valve. 
Claims 28 and 33 : Haber discloses the claimed device except for the seal further 
providing zero-closure seal. 

Honkanen teaches the seal further providing zero-closure (Figure 5) and it would 
have been obvious to one of ordinary skill in the art to modify Haber by providing zero- 
closure, as taught by Honkanen, in order to form a tighter seal that would allow a snug 
fit about the instrument and to prevent fluid from escaping out the top end of the 
cannula (col. 4, lines 45-52). 

4. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Haber (U.S. Patent No. 5,385,552) in view of Hart (U.S. Patent No. 5,385,553) 
Claim 4 : Haber discloses the claimed device except for the seal assembly having an 
outer perimeter which is attached to a flotation means. 

Hart teaches the seal assembly having an outer perimeter which is attached to a 
flotation means 39 that allows for movement of the septum orifice to an off-axis position 
without deformation (Figure 12, col. 2, lines 6-18 and col. 10, lines 41-63). It would 
have been obvious to one of ordinary skill in the art at the time of invention to modify 
Haber in providing a flotation means being attached to the outer perimeter of the seal 
assembly, as taught by Hart, in order to prevent deformation of the septum orifice. 
Claim 5 : Haber discloses the claimed device except for the seal assembly including a 
plurality of protectors disposed proximal to said elastomeric seal. 
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Hart teaches seal assembly including a plurality of protectors that comprises 
outer leaves 105, 107 and inner leaves 125, 127 disposed proximal to said elastomeric 
seal (Figures 9-10, col. 6, lines 48-68). It would have been obvious to one of ordinary 
skill in the art at the time of invention to provide a plurality of protectors proximal to 
elastomeric seal, as taught by Hart, to Haber in order to shield the sealing members 
from the pushing force of the instruments. 



Response to Arguments 

5. Applicant's arguments filed 12/1 1/2008 have been fully considered but they are 
not persuasive. 

6. In response to applicant's argument that the proximal seal 122 in Haber is 
intended to seal the trocar when an instrument is not positioned in the path, which is 
contrary to the recitation in the claims that the seal sufficiently seals against instruments 
positioned through the seal, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

7. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
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the art. Applicant also argues that one skilled in the art would not modify the proximal 
seal of Haber to become an instrument seal. However, the modification is only to make 
the proximal seal 122 maintain a gas-tight closure, and to form a tighter seal that would 
prevent fluid from escaping out the top end of the cannula whether an instrument is 
present in the cannula or not, as maintained above. 



Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIANE YABUT whose telephone number is (571)272- 
6831 . The examiner can normally be reached on M-F: 9AM-4PM EST. 



Application/Control Number: 10/815,356 Page 8 

Art Unit: 3734 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on (571) 272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Diane Yabut/ 
Examiner, Art Unit 3734 

/Todd E Manahan/ 

Supervisory Patent Examiner, Art Unit 3734 



